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Norway’s leading full-service IP firm

IPR | Commercialization | Dispute Resolution

Our legal and technical services cover all aspects
of trademarks, patents, designs, copyrights, 

domain names and unfair competition
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Overview
Introduction 

What “Fredom to operate (FTO)” means
Why you should have it 

How and When to check if you have FTO
How to obtain FTO

Cases
Conclusions
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From webinar 1: IP rights
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Patents
• Technical inventions
• Solutions to technical problems

Trademarks
• Company names, product

names, logos, etc.

Designs
• Aesthetic, non-technical

looks/shapes/forms

Trade secrets
• Information that is and should

be kept secret

Copyright
• Original creative works©
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IP 
STRATEGY

PROTECT

ENFORCE

3RD 
PARTIES

BUSINESS 
GOALS

CEASE & DESIST

OPPOSITION

LITIGATION

TRADE SECRET

TRADEMARK

PATENT / DESIGN

CONTRACT

NEGOTIATE

LICENSE

From webinar 2: From protection to 
commercialisation
• Your IP portfolio is a tool to reach your

business goals

• Develop IP and implement strategy based
on business model and goals; review and 
update regularly; make sure to follow it

• Tailor IP porfolio to suit your needs; do not 
be afraid to downsize

• Approach IP holistically



What does «freedom to operate» mean?



Respecting third party rights
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Patents
• Technical inventions
• Solutions to technical problems
LEGAL DOCUMENT THAT
• Gives the owner the right to 

exclude other from gaining from the invention
• Limited time periode
• Territorial right

Trademarks
• Company names, product

names, logos, etc.

Designs
• Aesthetic, non-technical

looks/shapes/forms

Nettnorphp.com



What does “freedom to operate” mean?
• Legal perspective: To have «assembled» all the IP rights for a specific product for a specific market and 

specific use. 

• Business perspective: A product development and risk management strategy

To ensure that commercial production, marketing and use of a product, process and use do not infringe IP 
rights of others

FTO = you can make, use, sell your technology without infringing third party IP
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Why FTO analyses should be done
• Necessary part of strategy and plan to address company’s valuable assets

• To identify and develop your position in R&D and market

• Identify patents that may impact your plan - Reduce risks

• Analysing the patent landscape can assist you with defining directions for R&D   

• Mapping out your freedom-to-operate before development/launch provides valuable predictability and 
mitigates the risk of expensive (and possibly embarrassing) infringement claims from third parties

• As investment opportunity, investors want: 

• Technology that works with solid IP position: protected assets + FTO

• Dedicated team, sizeable market, unmet need, regulatory clarity

• Company value, ability to generate revenue: closely tied to IP position  
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Infringement damages
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2018-pwc-patent-litigation-study.pdf (ipwatchdog.com)

https://www.ipwatchdog.com/wp-content/uploads/2018/09/2018-pwc-patent-litigation-study.pdf


Once I have a patent, I can use my invention any 
way I want, right?
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NO!
Having a patent ≠ Freedom to operate
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Composition

Component 
A, 45 wt.%

Function

Preparation
by steps a-d

Component 
B, 15 wt.%

Stability
Function

3rd party patent Z: 
“Method for 

preparing 
component A by 

the following 
steps…”

3rd party patent Y: 
“Method for 

improving stability 
of compositions 
using comp. B”

3rd party patent X: 
“Compositions 

comprising at least 
40% by weight of 

component A”

Your patent: 
“Composition comprising 
30-50 wt.% Component A 

and 10-20 wt.% Component 
B”



Just a bump
or

an actual barrier? 
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How:
Study third party 

IP!
• Define product/process/use; 

Identify key elements and“sub-
components” or related aspects of
technology 

• Business plan/model; where to produce, 
where to sell 

• Search for/in patent literature - Restrict 
scope of search - Use alternative keywords, 
search terms

• Thorough analysis of potentially relevant 
patents

• Compare overlap of technology elements 
with patent claim scope

• Opinion
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Type of searches:
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Novelty searches (patents or trademarks) 

State of the art searches/landscaping 

Know your competitors: surveillance

Freedom to operate (FTO)/Clearance; 

Validity searches; Are the identified patents valid?

Patent infringement searches

Non-patent literature:

Scifinder, PubMed, Google, Youtube, books, articles, 
posters, news papers.…

Patent Sources: 

Commercial databases: 

Patbase (Minesoft), Derwent World Patent Index 
(Thomson Innovation), PatSeer

Free databases: Espacenet, USPTO, Patentscope
(WIPO), NIPO (Patentstyret), Google patent search

Sources:



Analysis of third party patents

• Not all patent applications are granted If relevant pending applications – put on 
surveillance?

• Patent protection is territorial Free to use technology in non-patented 
territories

• Patents have a limited duration Max. 20 year, some are abandoned before 
max. patent term – check!

• Patents have a limited scope Analysis of patent claims; Compare elements of 
technology with elements in patent claims

18 MAY 2021
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Composition

Component 
A, 45 wt.%

Function

Preparation
by steps a-d

Component 
B, 15 wt.%

Stability
Function

3rd party patent Z: 
“Method for 

preparing 
component A by the 

following steps…”
Filed August 2001

3rd party patent Y: 
“Method for 

improving stability 
of compositions 
using comp. B”

Filed Nov. 2019 –
pending

3rd party patent X: “at least 
40% by weight of component 

A”
EP patent: validated in GB 

and DE only
US: “at least 40 % A, and at 
least 10% of component C”

Your patent: 
“Composition comprising 
30-50 wt.% Component A 

and 10-20 wt.% Component 
B”

Analysis of 3rd party patents



When to do an FTO analysis
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When to do an FTO analysis
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Phase of project 3rd party IP
Feasibility phase 
(early research)

Landscape searches; identify key competitors and potential obstacles

Research
(pre-clinical)

Identify any third party patents relevant to lead/backup candidate 
and formulate a mitigation plan; 
Preliminary FTO analysis?

Development phase
(clinical phase)

Act on mitigation plan if necessary; update/do FTO analysis, perform 
validity assessments, seek licenses?

Product approval
(commercialization)

Put any licenses in place, set up patent watch, seek invalidation of 
barrier patents?

FTO analysis before major milestones/costs. Revisit/update!
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Legal and/or IP 
management 

strategies
License/cross-license

Oppose

R&D strategies

Modify

Business 
strategies

Ignore the problem

M&A

Adjust market scope

Abandon

How to obtain FTO?



Legal and/or IP management strategies

License: Authorization from patent holder to use 
patented technology for specified acts, in specified 
markets, for specified time. Terms/conditions!

«Remove» barrier patent; Oppose/invalidate -Seek to 
remove barriers, and/or as means for negotiations
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R&D strategies

Change your technology (product, process, use) to be 
outside third party patent claims 

- Better sooner than later

- May be minor adjustment needed?
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Business strategies

Ignore problem – risky! 

May be summoned to court, infringement/litigation

Seek partnership with patent holder; Merge or acquire

Select «free» markets (no third party barrier patent)

Abandon project
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Cases;
Famous licenses

Norwegian court cases 



Famous patents licensed or litigated
• Amazon; Patent on «1-click» buying (US5,960,411). Licensed to at least Apple. 

• FAANG cross-licenses (Facebook, Amazon, Apple, Netflix and Google). 

Biotech, US:

• Cohen-Boyer patents: Splicing genes making recombinant proteins (US4,237,224). Licensed broadly, > $200 
million.

• Lilly/Genentech patents: Use of the cDNA encoding human growth hormone (US4,363,877). Extensive 
litigations.

• Axel Patents (Colombia Univ.) Directed to co-transformation - a foundational method of biotechnology; 
licensed patents nonexclusively and broadly, > $790 million.
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Norwegian infringement cases
• LB-2003-9824 ScanPharm-Generics/AstraZeneca. 

Patent NO 174239 Dosing form of Omeprazol (AstraZeneca). 

Validity of patent? Yes!  

Infringement? Yes! ScanPharm to pay about 4.5 mNOK in case costs for invalidity and infringement 
to AstraZeneca.

• LB-2003-9305 AstraZeneca/Ratiopharm AS

Patent NO 174239. Infringed by Ratiopharm’s omeprazole product? No! Appeal, long process. 

AstraZeneca to pay Ratiopharm’s case costs of 3.8 mNOK + costs of expert lay judges. 
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Krav 1: 
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Example of indirect 
infringement

Case 2009/694 Sintef/Kvassheim

-Sintef developed equipment and computer 
program for counting of fish, for Wingan

-Sintef enabled Wingan to use invention 
patented by Kvassheim (patent no. 168151)

-Indirect infringement of Kvassheim’s
patent 

-No “research exemption”

-Not to use patented technology for

economical utilization.  
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Conclusions

FTO – ensure that you can operate without 
infringing others’ rights; reduce risks

Aim to patent your technology - but it does 
not necessarily give you FTO

Be proactive – know your competitors and 
their IP - read patents

Survey key patent applications/competitors

Conduct FTO analyses before major 
milestones or costly operations

Revisit and update the analyses

Have a strategy for how to obtain FTO 
(legal/R&D/Business)
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To be continued…
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